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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 06 January 2003 . 
2a)n This action is FINAL. 2b)|EI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 1^ is/are pending in the application. 
4a) Of the above claim(s) 7 and 8 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IEI Claim(s) is/are rejected. 
Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
10)0 The drawing(s) filed on Is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)nAII b)D Some*c)n None of: 

1 .D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infonnal Patent Application (PTO-152) 

3) □ Infomfiation Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 

U.S. Patent and Trademart^ Office ~ ~ ~ — — 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 1 1 
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1. Applicant's election with traverse of claims 1-6 in Paper No. 10 is acknowledged. The 
traversal is on the ground(s) that claims 7 and 8 are independent as claimed. This is not found 
persuasive because the inventions are independent and distinct for the reasons as set forth in the 
restriction requirements. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 7 and 8 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in Paper Nos. 7 and 10. 

3. Claims 1-6 are rejected under 35 U.S. C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claim 1, the phrase "or similar" (which appears to be the same as "or the like") 
renders the claim(s) indefinite because the claim(s) include(s) elements not actually disclosed 
(those encompassed by "or similar"), thereby rendering the scope of the claim(s) unascertainable. 
See MPEP § 2173.05(d). 

A claim is indefinite when it specifies "predetermined" temperatures etc. when 
"predetermined" according to applicants' definition merely means determined beforehand. See 
Joseph E. Seagram & Sons, Inc. V. Marzall, Comr. Pats,, 84 USPQ 180 (CA DC 1950). Claims 
1 (step a,b, and d) and 5 (step f) are indefinite for this reason. 

In step la, "transversal" should be changed to ** transverse**. 



Application/Control Number: 09/666,266 Page 3 

Art Unit: 1731 

In claim 3, the phrase "manual type" is indefinite. The addition of the word "type" to an 
otherwise definite expression extends the scope of the expression so as to render it indefinite. Ex 
Parte Copenhaver, 109 USPQ 118 (Bd. App. 1955) 

In claim 5, Hne 2, the phrase "the glazing phase" has no antecedent basis. 

In claim 5, the period should be deleted from the end of step "e". 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another w^ho 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-ADPA 
35 U.S.C. 102(e)). 

5. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Lewis (6,354,058). 
Lewis teaches a procedure for the manufacture of a tile. The process disclosed by Lewis 

includes the steps of: 

cutting of a basic tile transverse to the decorated front surface; 
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rounding (col. 3, line 35) of at least one edge of the tile; 

cold applying a product (i.e. grout) which acts as a decorative finish to the profiled area; 

and 

drying in an environment with a controlled temperature (i.e. a home). 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bard 
(4,790,1 10) in view of Fuhrman et al. (6,152,127). 

Bard teaches a process for coating a ceramic tile including: 
applying a product to a ceramic tile including application to an edge area; and 
drying the tile in an environment with a controlled temperature (col. 3, line 8). 
Bard does not teach a method for shaping a tile. 

Fuhrman et al. discloses shapng a ceramic tile by first cutting a tile and then routing the 
edges thereof It would have been obvious to one having ordinary skill in the art at the time of 
the invention to shape the tiles of Bard by the method of Fuhrman et al. in order to obtain tiles of 
suitable shape. 

Determination of the specific heating time would have been well within the realm of 
routine experimentation to one having ordinary skill in the art at the time of the invention. These 
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parameters would have obviously been selected to optimize the process conditions and/or the 
properties of the final product. 

8. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bard (4,790,1 10) 
in view of Fuhrman et al. (6,152,127) as applied to claims 1 and 2 above, and further in view of 
Warszawski (5,082,355). 

Warszawski discloses that conductive varnishes may be applied to surfaces by an 
"airbrush or the manual type" (i.e. gun spraying - col. 32, line 26-27). It would have been 
obvious to one skilled in the art at the time of the invention to use this method to apply the 
coating of Bard in view of the statement therein that any suitable coating process may be used 
(col. 3, lines 10-11). 

9. Claims 4-6 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 112, second paragraph, set forth in this Office action and to include all of the limitations 
of the base claim and any intervening claims. 

10. The following is a statement of reasons for the indication of allowable subject matter: 
The prior art of record does not teach a method for forming a special tile as substantially set forth 
in the claims including the use of a double component polyurethane product or a neutral epoxidic 
pigmented primer which acts as a fixative. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher A. Fiorilla whose telephone number is 
703-308-0674. The examiner can normally be reached on M-F, 6:30am-3:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven P. Griffin can be reached on 703-308-1 164. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-7718 for regular 
communications and 703-305-3599 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 



703-308-0651. 




Christopher A. Fiorilla 
Primary Examiner 



Art Unit 1731 



